Bagging the Public Domain: Trade Dress in Steven Madden, Ltd. v. Jasmin Larian, LLC by Block, Barrett
Bagging the Public Domain: Trade
Dress in Steven Madden, Ltd. v.
Jasmin Larian, LLC
September 4, 2018
Bagging the Public Domain: Trade Dress in Steven Madden, Ltd. v. Jasmin
Larian, LLC
Blog Post | 107 KY. L. J. ONLINE | August 30, 2018
Barrett Block
You have probably seen it–a traditional Japanese bamboo purse popularized
most recently by Cult Gaia, carried by the likes of Rihanna and Beyoncé.  In
an attempt to claim exclusive rights to the Japanese design for itself, Cult
Gaia’s founder, Jasmin Larian, has  led with the United States Patent and
Trademark O ce (“USPTO) an application to register the design of its Cult
Gaia Ark bag, shown below :
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On October 5, 2017, the USPTO issued an o ce action initially refusing
registration on the basis that the Cult Gaia Ark bag design is merely
functional and consists of a nondistinctive product design.  The USPTO
stated: “Consumers are aware of Japanese bamboo half-moon shaped
carrying-bags.  Applicant’s mark is merely an iteration or appropriation of a
style of bag from the Japanese culture. The design is a classic shape and
style of carrying bag for personal use.”
Despite the USPTO’s refusal to register the design, Cult Gaia proceeded to
send Madden a letter on February 18 demanding that Madden “[i]mmediately
and permanently cease and desist from any further sale, distribution,
promotion, and/or advertisement of any item that infringes upon the Ark
trade dress” and “destroy all infringing items and con rm destruction of the
same.”  Since, Madden has  led a declaratory action against Larian, and
Larian has counterclaimed.
Larian is not alone in capitalizing on the reproduction of the Classic
Japanese Design for fashion purposes, as multiple third parties have sold
these identical bags in the United States since at least as early as the 1960’s
through today.
Larian’s infringement claim must overcome several hurdles. First, an owner
of asserted trade dress must speci cally de ne the list of elements that
comprise the trade dress.  This is necessary for the court and the accused











Second, for an overall product con guration to be protectable, “the entire
design must be arbitrary or non de jure functional .”  “A product feature
need only have some utilitiarian advantage to be considered functional.”
That is, “[t]o establish non functionality the party with the burden must
demonstrate that the product feature serves no purpose other than
identi cation.”  Only arti cial embellishment has trademark signi cance; a
design that is simply the assemblage of functional parts is not protectable.
Moreover, a product design is only protectable if it has acquired secondary
meaning in the non-functional features of the design.  “To establish
secondary meaning, a manufacturer must show that, in the minds of the
public, the primary signi cance of a product feature . . . is to identify [a
single] source of the product rather than the product itself.”  Litigation will
determine whether Jasmin Larian is capable of proving any of this .
But another question lingers:  whether a product design otherwise in the
public domain should acquire protection, so long as it actually develops
secondary meaning as a mark. I argue no. Expanding the scope of trade
dress protection to include designs in the public domain is improper because
it frustrates the purpose of design patent law .
Although expanding the de nition of trade dress to include elements of
product design is not expressly prohibited by the language of the Lanham
Act, doing so clearly interferes with the Constitutional and congressional
objectives of the federal design patent  laws. The Supreme Court has
recognized that “the ultimate goal of the patent system is to bring new
designs and technologies into the public domain through disclosure.”  With
this goal in mind, the Court noted that “at the heart of Sears and Compco is
the conclusion that the e cient operation of the federal patent system
depends upon substantially free trade in publicly known, unpatented design
and utilitarian conceptions.”  By extending trade dress protection to designs
in the public domain, the e cient operation of the federal patent system is
compromised, and Congress’ balance of the costs and bene ts of patent
protection is upset.
Furthermore, the Constitution expressly mandates that the protection
granted to inventors be “for limited times.”  This is the concern expressed
by the Second Circuit in stating that “since trademark protection extends for
an unlimited period, expansive trade dress protection for the design of
products would prevent some functional products from enriching the public
domain.”
Therefore, because Cult Gaia seeks not to prevent a design from entering the
public domain, but rather to appropriate a design from the public domain for
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